Intellectual Property
Class 2



Intellectual Property (IP)

» Reading for this Class
> Introduction to IP
> Governing Law, Courts, and Agencies

- Jurisdiction and Venue in Cases of
Intellectual Property and Remedies
Available

» Assignment #1 Posted



Federal Court

o Patent cases

> District Court
Appeal — Federal Circuit

> Administrative — USPTO (PTAB, etc.)
- Appeal D.C. District and/or Federal Circuit

 Copyright

> District Court

> Appeal — Local Circuit Court
» Trademark

> State or Federal
> Appeal — Local State / Circuit



USPTO

o United States Patent & Trademark Office
(Abbr. as USPTO)

> Tells you the procedures to go through in order to get a
patent;

> Examines patent applications to see if they were done
correctly;

> Determines whether particular patents should be granted or
not.

> MPEP and TMEP

USPTO's website:

USPTO will grant a patent...

but that office does not enforce patents
- go to Federal Court for that.


http://www.uspto.gov/

USPTO.gov

search for patents | search for trademarks

Search our site >

an agency of the Deparfment of Commerce
PATENTS | TRADEMARKS | IP LAW & POLICY | PRODUCTS & SERVICES | INVENTORS | NEWS & NOTICES | FAQs | ABOUT US
Independent Inventors

Conference Coming
September 14-15

Are you an innovator? If so, come learn from
USPTO officials, IP professionals, and
successful inventors in the Lone Star State.
The next regional independent inventors
conference is heading to Austin, Texas.

unsbznnsnr
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Conference

September 14-15, 2012

Now Hiring

Electrical, chemical, and [ -
mechanical disciplines ‘é
2
e

= >> patents
Invenfs Acf
e > trademarks

USPTO Track One
Prioritized patent

> iplaw&policy

POPULAR LINKS

i il S
examination Patent Search USPTO NEWS
Patents: File Online [EFS-Web]
) U.S. Patent and Trademark Office Seeks
Patents: Check Application Status [PAIR] Comment on Proposed Fee Schedule as
IP Awareness Patents Online Services Mandated by America Invents Act



PTOVSEE1 (0109)

Agpraved for usa frough 11302011, OMB 08510035

U.S. Paart and Trademark Ofice; LS. DEPARTMENT OF COMMERCE

Under the Paperwark Raduction Act of 1995, no pamons are requimd to respond o a collsciion of infommaion unless it displays a valid OMB contral nurmbar.

4 POWER OF ATTORNEY Application Number
OR Filing Date
REVOCATION OF POWER OF ATTORNEY :ﬂ"m'mn‘ﬂ
WITH A NEW POWER OF ATTORNEY
AND Art Unit
Examiner Name
\CHANGE OF CORRESPONDENCE ADDRESS oo

| hereby revoke all previous powers of attomey given in the above-identified application.

|:| A Powsr of Aftomay is submitied herewith
oRr
0 | hereby appoint Practitione ris) assocated with the following Customer
Humber 52 mylour stiomey(a) or ageni(s) to prosecute e application
wdentified above, and to transact all business in he United States Patent
ademark Office connecied herswith:

med below =3 mylour sttomey(s) or sgent(s) b prosecute the spplication identifed sbove, and
ited States Patent and Trademark Office connected the rewith:

[] !rereyaeeont Practiioner|
totransact sl business in the

Practtionen(s) Name Registration Number

Please recognize or change the correspondence address for the above-identified application to:

[ e =

OR

resa associsted wilh the above-mentioned Cusiomer Number,

|:| The address assocated with Customer Number:
oRrR

Frm o
Individual Name|

ddress

Gty | State
Couniry
Tele phone [ Emai

[2e]

| am me:
[0 Assticantinventor.
[
Assignes of record of the entire interest. See 37 CFR 3.71.
Statement under 37 CAR 3 73(b) (Fomm PTO/SB/96) submifed herewith or filed on
SIGNATURE of Applicant or Assignee of Record

Signature [ oste I
Name | Tetephone |

Titke and Company

NOTE: Signatras of all $he inventors or assgness of mamed of fie arfire ntorest o for mpresen sfve(s) am requisd. Submit muliple forms i mors fian ane
sigmitrais requmd, soabaow’.

|:| “Total of _ forms are submitied.

This callacion of ioreRion is raquired by 37 GFR 131, 1,52 and 133, Tha rfamnation is mepired o abian or ratn a banedt By (e prble which is & 6 (and by fia
USPTO o process) an appicsson. Confdensaity is governad by 35 LS.C. 122 and 37 GFR 1.11 and 1.14. This collscion & asrmated io fake 3 minues i comgiete,
rciuding g herirg, pragding, and submiting e camplated splicaian farm t fe USPTO. Time will vary deperding upon e indivilusl case. Any cammares an
18 amount of §me you requina o coTples M fa andior suggesions for reducing $18 burden, ol ba sant 10 e Chied kfarmaton Oficer, LS. Patnt and
Tradarmadk Ofca. U.S. Departmant of Cormmerce., PO, Bax 1450, Neoncria, VA 223131450, DO NOT SEND FEES OR COMPL FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing he form. call 1-800-PT0-9199 and select opon 2.



http://www.uspto.gov/forms/index.jsp

Trademark Forms

Privacy Act Statement:

This information is collected under the authority of 35 USC 2 and 122. This information is also being
collected in conjunction with the provisions of the Government Paperwork Elimination Act. This

([ ] information will only be used by the U.S. Patent and Trademark Office (USPTO) staff to issue and revoke
digital certificates and b recover keys. It is requested that you supply this information so that the
USPTO can authorize the creation of a digital certificate. This digital certificate enables the USPTO to
issue the cryptographic “keys" necessary to provide you with a digital identity and to support
encrypted communication between you and the USPTO. This information will be used to construct a
unique name (distinguished name) and to communicate with you about the certificate grant and
software distribution process. Furnishing the information on this form is voluntary, but failure to do
so may result in disapproval of this request.

The information provided by you in this form will be subject to the following routine uses:

1. This information may be disclosed to Federal, state, local, o foreign agencies responsible for
investigating, prosecuting, enforcing, or implementing laws, contracts, rules, or regulations, if
these records indicate a violation or a potential violation of a law or contract. These violations
or potential violations can be civil, criminal, or regulatory in nature and can arise from general
or particular program statutes or contracts, rules, regulations, or from the necessity of
protecting an interest of the Department.

2. A record from this system of records may be disclosed to a Federal, state or local agency
maintaining civil, criminal or other relevant enforcement information or other pertinent
information, such as cument licenses, if necessary fto obtain information relevant to a
Department decision conceming the assignment, hiring or retention of an individual, the
issuance of a security clearance, the letting of a contract, or the issuance of a license, grant or

other benefit.
l A S 3. Arecord from this system of records may be disclosed in the course of presenting evidence to
([ a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the

course of settliement negotiations.

4. A record in this system of records may be disclosed to a member of Congress or to a
r'a e ma r' congressional staff member in esponse to an inquiry of the Congressional office made at the
written request of the constituent about whom the record is maintained.
L]
E I 5. A record in this system of records may be disclosed to the Office of Management and Budget
eC r‘o n l C in connection with the review of private relief legislation (as set forth in OMB Circular No. A-18)
at any stage of the legislative coordination and clearance process as described in the Circular.

® e 6. A record in this system of records may be disclosed to the Department of Justice to determine
p p | Ca ' O n ys e m whether disclosure is required by the Freedom of Information Act (FOIA).

7. The information may be disclosed to the agency contractors, grantees, experts, consultants, or
volunteers who have been engaged by the agency to assist in the performance o a service

* related to this system of records and who have need to have access to the records in order to

° a r‘ l r'o o C o perform the activity. Recipients of information shall be reguired to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 USC 552a(m).

8. The information may be disclosed to the Office of Personnel Management (OPM) for personnel

research purposes as a data source for management information, for the production of

summary descriptive statistics and analytical studies in support of the function for which the
records are collected and maintained, or for related man-power studies.


http://www.uspto.gov/trademarks-application-process/filing-online/index-all-teas-forms

U.S. Copyright Office

» NOT an administrative agency. Creates and sustains
an effective national © system, which ultimately
promotes creativity.

 Part of Library of Congress

« 3 main functions

> Reviews every © submission to determine whether it's
eligible for © protection;

> Provides information to the public regarding
copyrighted works;

> Builds up the Library of Congress' collection (keeps a
copy of every work registered).

US Copyright Office's website:


http://www.copyright.gov/

Copyright.gov

THE LIBRARY OF CONGRESS

(Ccopyright

Hot Topics

Register's Priorities
and Special Projects
for2011-2013

Beijing Audiovisual
Performances Treaty

What’s New

Testimony, Online
Piracy
Judiciary Committee

Testimony, Ensuring
Efficiency

House Administration
Committee

Testimony, FY 2013
Appropriations

Verification of Cable
and Satellite
Statements of Account

United States Copyright Office

wm Publications mm Registration | Search Records

About Copyright

9 Copyright Basics (en Espariol)

9 Frequently Asked Questions (FAQ)
9 Current Fees

9 Taking the Mystery Out of Copyright

(for students and teachers)

Search Copyright Records

9 Registrations and Documents
9 Search Request Estimate

9 Notices of Restored Copyrights
@ Online Service Providers

9 Vessel Hull Designs

Publications

How to Register a Work

@ eCO Login
Electronic
a‘ Copyright Office

How to Record a Document

@ Record a Document

Law and Policy

@ Copyright Law
@ Federal Register Notices
@ Legislative Developments



Copyright Application

Form TX

For a Nondramatic Literary Work
UNITED STATES COPYRIGHT OFFICE

REGISTRATION NUMBER

Privacy Act Notice: Sections 408-410 of title 17 of the United States
Code authorize the Copyright Office to collect the personally identifying
information requested on this form in order to process the applica-
tion for copyright registration. By providing this information you are Ix Jxu
agreeing to routine uses of the information that include publication EFFECTIVE DATE OF REGISTRATION
to give legal notice of your copyright claim as required by 17 U.S5.C.
§705. It willappear in the Office’s online catalog. If you do not provide
the information requested, registration may be refused or delayed,
and you may not be entitled to certain relief, remedies, and benefits
under the copyright law.

Maonth jﬂ Yaar

DO NOT WRITE ABOVE THIS LINE. IF YOU NEED MORE SPACE, USE A SEPARATE CONTINUATION SHEET.

TITLE OF THIS WORK ¥

PREVIOUS OR ALTERNATIVE TITLES ¥

PUBLICATION AS A CONTRIBUTION If this work was published as a contribution to a periodical, serial, or collection, give information about the

collective work in which the contribution appeared. Title of Collective Work W
If published in a periodical or serial give: Volume W Number ¥ Issue Date W On Pages ¥
NAME OF AUTHOR ¥ DATES OF BIRTH AND DEATH
Year Born ¥ Year Died ¥
Was this contribution to the work a AUTHOR'S NATIONALITY OR DOMICILE WAS THIS AUTHOR'S CONTRIBUTION TO
“work made for hire™ Name of Country THE WORK _ - If the anzwer to sither
Yes Gitizen of Anonymous? Yes Np  of thees questions iz
m o] .. . ) — — “Yes,” ses dotailed
No Domiciled in Pseudonymous? Yes No  inatructions.

N OT E NATURE OF AUTHORSHIP Eriefly describe nature of material created by this author in which copyright is claimed. W

Undar the law.



International IP

» Some of the International Agreements
Affecting IP Law:
> The Paris Convention
> Madrid Protocol / The Trademark Law Treaty

> The Patent Cooperation Treaty
> The WIPO Copyright Treaty

 International Treaties STOP
. NAFTA FAKES

TRIPS GOV’



Venue and Jurisdiction

» S0... we know we're bringing an IP case in
Federal Court, but the question is: which
federal court???

e The US has 94 federal districts.

» Each federal district has at least 1 trial
court.

» Many districts have more than 1 federal
court.



Where, oh Where, is Proper Venue???

* Usually, plaintiff's choice. Not here
though. Ohhhhhhh no... ©

> Copyright - Only in a district where the
defendant resides or "may be found.”

> Patent - Only in a district where the
defendant resides or where he "has committed
acts of infringement and has a regular and
established place of business.”

> Trademark - Only in a district where any
defendant resides or where "a substantial part
of the events or omissions giving rise to the
action occurred.”




Remedies Available in IP Cases

Injunctive Relief (Do this, or stop doing that)

- Monetary Damages (collect lost profits)

. Profits Made by the Infringing Party
("Disgorgement")

. Impoundment or Destruction of Offending
Materials (‘'nuf said...)

. Criminal Penalties (ex. If fraud was committed)

. Attorney's Fees & Costs (reasonable attorney's

fees; amount spent)



Assignment 1

In White v. Samsung Electronics, 1992 U.S. App. LEXIS
19253 (9th Cir. 1992)

Wheel of Fortune hostess Vanna White sued Samsurc\!g for running a
commercial that was, in part, based on her and used something
resembling her likeness. In a dissenting opinion, cited above, a
Jjudge makes the following remark:

"Saddam Hussein wants to keep advertisers from using his picture
in unflattering contexts. Clint Eastwood doesn't want Tabloids to
write about him. Rudolf Valentino's heirs want to control his film
biography. The Girl Scouts don't want their image soiled by
association with certain activities. George Lucas wants fo keep
Strategic Defense Initiative fans from calling it "Star Wars.
Pepsico doesn't want singers to use the word "Pepsi" in their songs.
Guy Lombardo wants an exclusive property right to ads that show
big bands playing on New Year's Eve. Uri Geller thinks he should be
Ba:d for ads showing psychics bending metal through telekinesis.

aul Prudhomme, that household name, thinks the same about ads
featuring corpulent bearded chefs."



Assignment 1, cont.

Property Right: The intellectual property right at
ISsue in This case is trademark rcijgh’rs, in particular the
trademark of a person's face and likeness. The owner
of such a trademark acquires the right to prevent his
likeness from being used in commerce where it would
tend to cause confusion in commerce.

The Lanham Act (15 USC § 1125): Right to protect
against false or misleading advertising.

In this case, the use of a likeness of a celebrity could
cause misleading advertising, giving the impression that
the person supports a certain product. The Act
provides a "likelihood of confusion” test and in meeting
all of the elements of the test, the likeness will be
considered a protected trademark.



